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THE MAILING DATE OF THIS COMMUNICATION. 
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Status of Case 

The extended prosecution history of this case is regrettable. A new action over 
new art by the new examiner follows hereinunder. Accordingly, this action is NON- 
FINAL. 

All previous rejections and requirements are expressly withdrawn. 
Anticipation Rejection 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

1) Claims 11-15, 17-20 and 22-31 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Kohl et al (USP 3,681,091). 

The prior art discloses fruit juices which comprise 0.1 to 5 weight percent linear 
sodium or potassium polyphosphates having 14 to 100 repeating units (preferably 16 to 
37). See the passage spanning col. 1 , lines 60 to col. 2, line 9, and see also the 
passage spanning col. 2, line 51 to col. 2, line 6. Note also that the working examples 
comprehensively test polyphosphates having various specific chain lengths within that 
range. (See especially Table VIII and XI following cols. 13 and 14). The juices are acidic 
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in nature, having low pH's. See Example 24 at col. 13 (orange juice having pH 4.10) 
and col. 15, line 1 1 (apple cider having pH 3.6, which anticipates "about" 3.5 as recited 
by instant claim 18). The prior art compositions do not appear to contain any substantial 
quantities of calcium, fluoride or orthophosphate. Regarding the requirement of instant 
claims 13, 19, 25 and 30, it is self-evident that fruit juices such as apple and orange 
already contain, inherently and naturally, sweeteners within the range of 0.1 to 20 
percent by weight. 

Regarding claims 11-15,1 7-20 and 22, the prior examiner's position that 
"information" (presumably in the form of label) imparts no patentable weight is in fact the 
official position of the United States Patent Office on this issue. The indicia on the 
products in Miller and Gulack were functionally related to the article they were placed 
on, e.g. in Gulack the printed matter and the circularity of the band were interrelated, so 
as to produce a new product useful for "educational and recreational mathematical" 
purposes. The case at hand is different. The addition of a new set of instructions into a 
known kit does not interrelate the kit in the same way as the numbers interrelated with 
the band. In Gulack , the printed matter would not achieve its educational purposes 
without the band, and the band without the printed matter would similarly not be able to 
produce the desired result. Here, the printed matter ("information") in no way depends 
on the kit, and the kit does not depend on the printed matter. All the printed matter does 
is teach a new use for an existing product. As the Gulack court pointed out, "[w]here the 
printed matter is not functionally related to the substrate, the printed matter will not 
distinguish the invention from the prior art in terms of patentability." In re Gulack. 703 
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F.2d 1381, 1387 (Fed. Cir. 1983). If the Patent Office were to adopt Applicant's position, 
anyone could continue patenting a product indefinitely provided that they added a new 
instruction an existing product. This is not the outcome envisioned by the Gulack court. 

Regarding claims 23-31 , the recited "method for treating dental erosion" requires 
only that the beverage be "orally administered" to a mammal, which would occur in the 
prior art when the user consumed the beverage. Where a treatment preamble is recited, 
the phrase "in need thereof must appear in the body of the claim to require 
administration to a particular individual requiring such treatment. See Jansen v. Rexall 
Sundown. Inc. , 342 F.3d 1329 (C.A. Fed (lnd.)(2003). Accordingly, to overcome this 
rejection, the instant claims must be amended to read — A method for treating dental 
erosion, comprising orally administering to a mammal in need thereof — 

2) Claims 11-14 and 22-26 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Gaffar et al (USP 5,01 7,362). 

The prior art discloses oral care compositions, including mouthwashes, 
comprising 0.1 to 7 weight percent linear sodium polyphosphates having 2 to 125 
repeating units (col. 2, lines 54-60) and 0.1 to 5 weight percent sweetener (col. 7, lines 
23 and 24). The compositions have a specified lower pH limit of about 4.5 (col. 4, lines 
59) and are used to inhibit calculus formation (col. 1, lines 13 et seq), the underlying 
cause of dental erosion. It is the position of the examiner that a mouthwash is a 
"beverage", where that term is interpreted as broadly as reasonable, consistent with 
Applicant's specification. Note also that, although the prior art compositions contain a 
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fluoride-ion source, they are not excluded from the scope of the instant claims. This is 
because the instant specification defines "substantially free" of fluoride to mean less 
than 0.1 percent by weight (see page 7, line 6 therein), and the prior art contains the 
fluorine compound in amounts as low as 0.005 percent (col. 4, line 19 of the prior art). 

Obviousness Rejection 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1) Claims 15, 17 and 27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Gaffar et al in view of Kohl et al. 

The primary reference has been discussed in the "Anticipation" section above 
and differs from the instant claims insofar as it does not specify the chain length of the 
polyphosphates used therein, other than to teach that they should have somewhere 
between 2 and 125 repeating units (col. 2, line 56). It is known, however, that medium- 
chain polyphosphates (i.e. those having 14-100, and preferably 16-37 repeating units), 
are preferable to long chain polyphosphates because the former have better solubility 
and viscosity. This is illustrated by the secondary reference teachings at col. 2, lines 10- 
22. Accordingly, it would have been obvious to have used medium-chain 
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polyphosphates in the primary reference compositions, motivated by the desire to obtain 
improvements in solubility and viscosity, which are well-known in the art, as illustrated 
by the secondary reference. 

2) Claims 11-14 and 22-26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Gaffar et al in view of Bahouth et al (USP 3,894,147). 

The primary reference has been discussed in the "Anticipation" section above. In 
the interest of completeness of prosecution, it will be assumed, purely arguendo and for 
the purposes of this particular rejection only, that a mouthwash is not a "beverage". 

It is well-known in the art that anti-calculus active agents can be orally delivered 
by any of a number of functionally equivalent therapeutic forms, including liquid 
dentrifices, mouthwashes and beverages. See col. 2, lines 4-14 of the secondary 
reference, which differs from the instant claims insofar as the active ingredient is a 
monomeric dialkyl phosphate, rather than a sodium polyphosphate as claimed instantly. 

It would have been obvious to have delivered the anti-calculus polyphosphate 
active agents of the primary reference mouthwashes in any of a variety of known 
alternative forms, e.g. in beverages, since such alternative forms are art-recognized 
equivalents as taught by the secondary reference. One would be motivated to use 
beverages in particular for any of a number of reasons, e.g. to obtain better compliance 
in pediatric applications due to the more appealing taste. 
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3) Claims 15, 17 and 27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Gaffar et al in view of Kohl et al, the combination being considered 
further in view of Bahouth et al. 

The primary and secondary references, and the motivation for combining them, 
have been discussed in subsection "1)" of the "Obviousness" section supra . Again, in 
the interest of completeness of prosecution, it will be assumed, purely arguendo and for 
the purposes of this particular rejection only, that a mouthwash is not a "beverage". 
It is well-known in the art that anti-calculus active agents can be orally delivered by any 
of a number of functionally equivalent therapeutic forms, including liquid dentrifices, 
mouthwashes and beverages. See col. 2, lines 4-14 of the tertiary reference, which 
differs from the instant claims insofar as the active ingredient is a monomeric dialkyl 
phosphate, rather than a sodium polyphosphate as claimed instantly. 

It would have been obvious to have delivered the anti-calculus polyphosphate 
active agents of the mouthwashes suggested by the combined teachings of the primary 
and secondary references in any of a variety of known alternative forms, e.g. in 
beverages, since such alternative forms are art-recognized equivalents as taught by the 
tertiary reference. One would be motivated to use beverages in particular for any of a 
number of reasons, e.g. to obtain better compliance in pediatric applications due to the 
more appealing taste. 
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Correspondence 

Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to Frederick F. Krass whose telephone number is 571-272- 

0580. The examiner's schedule is as follows: 

Monday: 6:30-3:00PM; 
Tuesday: 10-6:30PM; 
Wednesday: off; 
Thursday: 10-6: 30PM; and 
Friday: 10-6:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Seidel Marianne, can be reached on 571-272-0584. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Frederick Krass 
Primary Examiner 




